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DETAILED ACTION 

1. The Applicants' response to the office action field on July 20, 2009 has been considered 
and acknowledged. 

Status of the application 

2. Currently claims 125-132 and new claim 148 are pending under examination. Claims 1-124, 

133-147 are cancelled. Applicants' arguments and the amendment have been fully considered 
and deemed persuasive in-part for the reasons that follow. This action made FINAL. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in 
a printed publication in this or a foreign country, before the invention thereof by the 
applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

A. Claims 125-132, and 148 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Fiegler et al. (Genes, Chromosomes & Cancer, Vol. 36, No.4, pp. 361-374, April 2003, 
published on line January 30, 2003). 

Fiegler et al. teach a method of claims 125, 148 comparing at least one chromosome or 
part thereof from a cell with a first karyotype with the corresponding chromosome or part thereof 
from a cell with a second karyotype, comprising 

(a) randomly amplifying DNA from an isolated chromosome or part thereof (DOP-PCR) 
the amplified DNA being depleted of repetitive sequences (treatment with Cotl DNA) (see at 
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least page 362, col. 2, paragraph 3, page 363, col. 1, paragraph 1-2, col. 2, paragraph 1-3, page 

364, col. 1, paragraph 2); 

(b) attaching the amplified DNA to a solid substrate (see page 363, col. 2, paragraph 3); 

(c ) amplifying DNA from one or more cells (less than 100 cells) with a first karyotype 
(male) and amplifying DNA from one or more cells from a second karyotype (female) (see page 
362, col. 2, paragraph 2, page 364, col. 1, paragraph 1, col. 2, line 5-18 of the paragraph 2, page 
368, col. 2, line 6-9); 

(d) labeling the amplified DNA of the first karyotype with a first label and amplified 
DNA of the second karyotype with a second label (see page 364, line 5-13 of the paragraph 2); 

(e) hybridizing the amplified and labeled DNA from the first and the second karyotype 
with the amplified DNA attached to the solid substrate (see page 364, col. 2, paragraph 2, page 

365, col. 1, line 1-15, col. 2, paragraph 2); 

(f) comparing relative amount of first and second labels hybridized to the amplified DNA 
attached to the solid substrate (see page 366, col. 2, line 6-110, page 367, col. 1, paragraph 1, col. 
2, line 1-9, page 368, col. 1, line l-12).page 372, col. 2, paragraph 1). 

With regard to claims 126, Fiegler et al. teach that the part of an isolated chromosome is 
a clone fragment of a chromosome (see page 362, col. 2, paragraph 3). 

With regard to claims 127, Fiegler et al. teach that the repetitive sequences include cot-1 
sequences (see page 364, col. 1, paragraph 2). 

With regard to claim 128, Fiegler et al. teach that the amplification of DNA from cells 
with first and second karyotype comprises randomly primed amplification (see page 364, col. 2, 
paragraph 2). 
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With regard to claim 129, Fiegler et al. teach that the first karyotype comprises DNA 
amplified from one cell (see page 364, col. 2, paragraph 2). 

With regard to claims 130-132, Fiegler et al. teach that the method comprises cancerous 
cells and the method for detecting a chromosomal abnormality (deletion) in the cell (see page 
367, col. 1, paragraph 1). Accordingly the claims are anticipated. 
Response to Arguments: 

4. With regard to the informalities, Applicants' arguments and the amendment were fully 
considered and found persuasive. The objection to the informalities is withdrawn herein in view 
of the amendment. 

5. With regard to the rejection of claims 127 and 141 under 35 USC 112, second paragraph, 
Applicants' arguments were fully considered and the rejection is withdrawn herein in view of the 
amendment. 

6. With regard to the rejection of claims 125-132, 139-141, 145-147 under 35 USC 102 (a) as 
being anticipated by Fiegler, Applicants' arguments were fully considered and found persuasive 
in-part. With regard to the claims 139-141, and 145-147, the rejection is moot, in view of the 
cancellation of the claims by the amendment. With regards to the claims 125-132, Applicants' 
arguments were found unpersuasive. Applicants argue that Fiegler does not teach repeat- 
depletion of amplified sequences of the array and assert DOP-PCR does not lead to depleted 
repeat sequences. The arguments were found unpersuasive. First, the rejection does not indicate 
that the DOP-PCR leads to depleted repeat sequences rather the Examiner cited paragraphs with 
the sub-title hybridization to microarrays clearly teach pre-hybridization of microarray 
comprising randomly amplified BAC sequences were treated with Cotl DNA (see page 364, col. 
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1, paragraph 2, line 10-16, col.2, line 1-10), which leads to depleted repeat sequences. Second, 
the dependent claim 127 clearly teach Cotl sequences as repeat sequences and pre-hybidization 
of the array with Cotl DNA hybridizes to the cotl sequences in the amplified DNA on the array 
and lead to depleted repeat sequences. Accordingly Fiegler does teach said repeat depletion and 
the rejection is maintained and re-written as above to include new claim 148 limitations. 
7. With regard to the rejection of claims 125-132, 139-147 under 35 USC 102(b) as being 
anticipated by Hussey et al., Applicants' arguments were found persuasive in-part. The 
arguments drawn to no teaching of array comprising amplified sequences, Applicants' arguments 
were found unpersuasive because Hussey et al. does teach use of an array or gene chip 
comprising PCR products or clones, apart for the use of immobilized metaphase spreads (see at 
least page 16, example 2 of Hussey et al. reference). However, Hussey et al. does not teach 
depleted repeat sequences of the array. Thus the rejection is moot and the rejection is withdrawn 
herein. 

Conclusion 

No claims are allowable. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Suryaprabha Chunduru whose telephone number is 571-272- 
0783. The examiner can normally be reached on 8.30A.M. - 4.30P.M, Mon - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 571-272-0782. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Infonnation regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Suryaprabha Chunduru/ 

Primary Examiner, Art Unit 1637 



